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DETAILED ACTION 



Status of Claims 



1 . This action is in reply to the application filed on 04/26/2005. 

2. Claims 1 - 13 are currently pending and have been examined. 



Claim Objections 



3. Claim 1 objected to because of the following informalities: limitation ix uses the word recordal 
instead of "recording." Appropriate correction is required. 



Claim Rejections - 35 USC § 112 



4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 



The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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5. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

The claim states, in part, identifying used vehicles from new vehicles and imputing any 
physical damage of said used vehicle into said databank. It is unclear, however, the intended 
meaning of "identifying used vehicles from new vehicles" really means. The examiner will assume 
that this limitations means the invention merely distinguishes when a vehicle is a used vehicle, 
and will then enter damage information into the database only for used vehicles. 

Regardless of the correctness of the interpretation, applicant is required to amend the 
limitation to make clear its intended meaning. 

Further, the claim states "IATA codes." The use of acronyms is unclear. Applicant is 
required to spell out the acronym. 

6. Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Specifically, the claim states that the intensive marking alphanumerical code uses an 
international coding system for identifying the region of origin of the owner. However, there are 
multiple plausible interpretations of the term "international coding system." For example, it could 
mean a coding system that can be used in multiple nations or it could mean a coding system that 
is officially recognized in multiple nations. For the purposes of this examination, the examiner will 
interpret the term to mean a coding system that can be used in more than one nation. 



7. Claims 2 and 4-13 are rejected for depending on indefinite claims. 



Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 
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As to claims 1-13, the steps recited do not qualify as a statutory process. In order for a method to 
be considered a "process" under §101 , a claimed process must either: (1) be tied to another statutory 
class (such as a particular apparatus) or (2) transform underlying subject matter (such as an article or 
materials). Diamond v. Diehr . 450 U.S. 175, 184 (1981); Parker v. Flook . 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson , 409 U.S. 63, 70 (1972). If neither of these requirements is met by the claim, the 
method is not a patent eligible process under §101 and is non-statutory subject matter. 

The claims are not tied to another statutory class, nor do they transform any underlying subject 
matter. Therefore, the claims are non-statutory. 

Art Rejections 

Examiner's Note: The Examiner has pointed out particular references contained in the prior art 
of record within the body of this action for the convenience of the Applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply. Applicant, in 
preparing the response, should consider fully the entire reference as potentially teaching all or 
part of the claimed invention, as well as the context of the passage as taught by the prior art or 
disclosed by the Examiner. 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
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skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

11. Claims 1 - 4 and 9-11, and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rose, Jr. (US 5,521,815, hereinafter Rose) in view of Hall and McGuff (US 6,076,859, hereinafter 
Hall). 

Claim 1: 

Rose discloses the following: 

• establishing a service network including a service center having a databank for 
data processing and storage, and at least one service station providing anti-theft 
marking service to clients (See at least Rose column 5, lines 14 - 19); 

• Hi) sending the collected information from the service station to the databank of 
the service center through a computer link (See at least Rose column 5, lines 36 
- 38); 

• iv) at the service center, processing and storing the received information (See at 
least Rose column 5, lines 41 - 50, showing the database taking the information, 
processing it to create assign new title and registration information, and storing 
the data.); 

• vi) issuing a temporary certificate corresponding with the vehicle, to the client and 
an insurance company (See at least Rose column 16, lines 21 - 25, showing 
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certificate creation and distribution to the client. Further, see Rose column 16, 
lines 4-13, showing a receipt corresponding to the vehicle being sent to an 
insurer); 

• vii) identifying used vehicles from new vehicles and imputing any physical 
damage of said used vehicle into said databank (See at least Rose column 16, 
lines 35 - 50, showing that for salvage vehicles, information regarding the state of 
the vehicle is input into the database.); 

• viii) storing for further reference said temporary certificate with said service 
network (See at least Rose column 16, lines 16 - 17, stating that "[t]he 
information may be stored at the external data bases."); 

• x) issuing an official certificate to said clients by said service network (See at 
least Rose column 16, lines 21 -25). 

Rose does not specifically disclose the following: 

• ii) effecting permanent markings of an alphanumerical code at said service 
station, and verifying and collecting information on said markings, said markings 
being effected on a plurality of parts of a vehicle, said marking containing 
identification information of a client owning the vehicle and wherein said 
alphanumerical code used the I ATA codes to identify a country of origin of said 
vehicle which allows cross-referencing with the vehicle identification number 
thereof, and at least one part of the vehicle having a visible logo identifying the 
anti-theft service; 

• v) linking the databank of the service network to the at least one service station, 
the insurance company, a police department and the national customs 
department, characterized in that there is further provided the steps of: 

• ix) processing collected information associated with said alphanumerical codes 
and transmitting same to said police department and customs department for 
verification and recordal; and 
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Hall, however, does disclose these limitations. 

Regarding limitation "ii" above, Hall discloses effecting permanent markings of 
an alphanumerical code at the service station and on a plurality of parts (See at least 
Hall, column 7, lines 31 - 35, showing the unique alphanumeric code. Further see Hall, 
column 7, lines 55 - 62, showing the codes being placed on numerous parts of the car.). 
Additionally, although Hall does not specifically use IATA codes to identify a region of 
origin, Hall does contemplate tracking the regions where parts are labeled (See at least 
Hall, column 8, lines 50 - 53, stating that "[advantages to such a system include both 
tracking inventory and increasing the likelihood that equipment designated for use in 
particular areas or regions will not be removed therefrom."). It would have been obvious 
for one of ordinary skill in the art at the time of the invention to use region-specific 
identifying information such as IATA codes with the barcode functionality of Hall, because 
such a combination would further "[increase] the likelihood that equipment designated for 
use in particular areas or regions will not be removed therefrom." (See Hall, column 8, 
lines 51 -53). 

Regarding limitation "v" above, Rose discloses linking the service stations and 
the service network (See at least Rose column 5, lines 13-16), but does not disclose a 
connection to a local or national law enforcement body. Hall does disclose such a 
connection (See at least Hall column 8, lines 9 - 14). 

Regarding limitation "ix" above, Hall further discloses transmitting the processed 
information to the local and national authorities ( See at least Hall column 9, lines 13 - 
16). 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to combine the anti-theft registration database of Rose with the car-part labeling 
system of Hall to "provide a method for marking personal property, and more particularly 
a method for marking personal property having a multiplicity of individually-valuable 
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component parts, for inventory-tracking and anti-theft purposes" (Hall, column 3, lines 6 - 
10). 

Claim 2: 

The rejection of claim 1 above is incorporated herein. Rose does not specifically disclose 
the intensive marking alphanumerical code identifies a region of origin of an owner of the 
vehicle. 

However, Hall contemplates the importance of regional identification (See at 
least Hall, column 8, lines 33 - 37, stating that "[t]he present invention not only provides a 
substantial deterrent to theft and an excellent means of identifying stolen property, but 
also provides an excellent label system for tracking the location of movable goods in 
inventory."). It would have been obvious for one of ordinary skill in the art at the time of 
the invention to specifically include region information within each identification number in 
a Rose-Hall combination because it would result in "increasing the likelihood that 
equipment designated for use in particular areas or regions will not be removed 
therefrom" (Hall, column 8, lines 51 - 53). 

Claim 3: 

The rejection of claim 2 above is incorporated herein. Rose does not specifically disclose 
the intensive marking alphanumerical code uses an international coding system for 
identifying the region of origin of the owner. 

However this new limitation is nonfunctional descriptive material. The steps 
would be performed the same regardless of the data. Specifically, it is unclear how any 
method captured by claim 2 is not also captured by claim 3, since any coding system is 
capable of use in multiple nations and is therefore an international coding system. Thus, 
this descriptive material will not distinguish the claimed invention from the prior art in 
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terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. 
Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of the invention to use an international coding system, because such data does 
not functionally relate to the steps in the method claimed and because the subjective 
interpretation of the data does not patentably distinguish the claimed invention. 

Claim 4: 

The rejection of claim 2 above is incorporated herein. Rose does not specifically disclose 
that the intensive marking alphanumerical code is engraved on surfaces of the parts of 
the vehicle. 

Hall, however, does disclose engraving the code onto surface of the parts of the 
vehicle (See at least Hall, column 1, line 61 to column 2, line 41, discussing two forms of 
engraving codes onto surfaces of vehicles.) 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to combine the engraving techniques described in Hall with the Rose-Hall 
combination described above because such a combination would be "focused on theft 
prevention and recovery of stolen merchandise" (Hall, column 2, lines 52 - 53). 

Claim 9: 

The rejection of claim 1 above is incorporated herein. Rose further discloses sending a 
request for a temporary certificate from the service station to the service center when the 
vehicle already has the intensive marking alphanumerical code and the logo thereon 
(See at least Rose column 11, lines 21 - 35, showing the re-registration process, which 
must be done annually in many states. Inherently, this re-registration process will only be 
performed after the vehicle has already been marked by the system.). 
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Claim 10: 

The rejection of claim 9 above is incorporated herein. Rose further discloses verifying the 
intensive marking alphanumerical code and logo on the individual motor parts and 
external parts of the vehicle upon the receipt of the temporary certificate from the service 
center (See at least Rose column 1 1 , lines 32 - 34). 

Claim 11: 

The rejection of claim 10 above is incorporated herein. Rose does not specifically 
disclose adding the intensive marking alphanumerical code to a number of selected un- 
marked parts of the vehicle. 

Hall does disclose adding the markings to previous unmarked parts, however 
(See at least Hall column 7, lines 55 - 62,). 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to combine the anti-theft method with the car-part labeling system of Hall to 
"provide a method for marking personal property, and more particularly a method for 
marking personal property having a multiplicity of individually-valuable component parts, 
for inventory-tracking and anti-theft purposes" (Hall, column 3, lines 6-10). 

Claim 13: 

The rejection of claim 4 above is incorporated herein. Rose does not specifically disclose 
obtaining signatures of the client and an agent of the service station on the certificate 
upon the completion of the verification and collection of the information and the 
inspection of the existing damages of the vehicle. 

However, Rose does disclose verification and collection of the information 
regarding damages to a vehicle and further contemplates adding security to the process 
by employing multiple parties, including the client, the title insurance company and the 
DMV (See at least Rose column 10, lines 59 - 67). It is likely that such a process would 
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involve the signatures of the parties as an essential step, despite the reference not 
specifically mentioning such an element. 

Regardless, it would have been obvious for one of ordinary skill in the art at the 
time of the invention to add the additional security measure of requiring the signatures of 
the parties to the inspection and verification process to be entered on the certificate, 
because it would add an additional check against potential fraud on the part of any party, 
and provide more reliability to the method as a whole. 

12. Claims 5-8 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Rose in 
view of Hall and further in view of Dumford, Identification systems deter car thieves; [Final 
Edition], The Gazette, Montreal, Quebec (Sept. 30, 1989), hereinafter Dumford. 

Claim 5: 

The rejection of claim 1 above is incorporated herein. The Rose-Hall combination does 
not specifically disclose installing the markings, including the intensive marking 
alphanumerical code and the visible logo, on the vehicle at the service station when the 
vehicle does not have the markings. 

However, Dumford does disclose that installation of the markings has been done 
at service stations (See at least Dumford, stating that "[a]t least two other comprehensive 
anti=theft marking systems are sold through Montreal car dealers.") and that visible logos 
are standard fare for these services (See at least Dumford, stating that "[sjome experts 
suggested that logos are in themselves a deterrent (One logo, from Secure-A-Car, glows 
in the dark.)."). 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to combine the Rose-Hall combination with the installation specifics disclosed in 
Dumford because you can't "expect the markings produced by an inexpensive do-it- 



Application/Control Number: 10/532,820 Page 12 

Art Unit: 4114 

yourself kit to match the effectiveness of professional engraving" and "[tjhieves are likely 
to bypass a car that sports any anti-theft logo" (Dumford). 



The rejection of claim 5 above is incorporated herein. Rose further discloses A method as 
claimed in claim 5 further comprising a step of communicating with the service center to 
ensure that the intensive marking alphanumerical code provided to the vehicle does not 
match any existing intensive marking alphanumerical code stored in the databank (See at 
least Rose column 8, lines 48 - 62). 



The rejection of claim 7 above is incorporated herein. Dumford further discloses A 
method as claimed in claim 5 further comprising steps of installing the markings-on motor 
parts and installing the markings on external parts of the vehicle (See at least Dumford, 
stating that "[t]he Sherlock Antitheft Marking. ..uses a sandblasting technique to engrave 
50 parts of a car. Not just windows, but wheels, transmission and major engine parts."). 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to mark valuable car parts with the Rose-Hall combination because after such 
marking, these "components that are sold through car-theft rings - are indelibly identified" 
(Dumford). With such granular identification, the parts of marked cars could not be as 
easily resold, and therefore theft of marked cars would be reduced. 



The rejection of claim 7 above is incorporated herein. Dumford further discloses not less 
than 50 parts of the vehicle are provided with the markings (See at least Dumford, stating 
that "In addition to identifying about 50 parts, the comprehensive systems include 
computerized records."). 
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It would have been obvious for one of ordinary skill in the art at the time of the 
invention to mark at least 50 parts with the Rose-Hall combination because 
"comprehensive systems that mark a large number of parts... work best" (Dumford). 

Claim 12: 

The rejection of claim 10 above is incorporated herein. The Rose-Hall combination does 
not specifically disclose adding the logo to a number of selected un-marked parts of the 
vehicle. 

Dumford does disclose using logos in addition to just markings (See at least 
Dumford, stating that "[tjhieves are likely to bypass a car that sports any anti-theft logo"). 
Therefore, it would have been obvious for one of ordinary skill in the art at the time of the 
invention to use logos with the anti-theft marking system because "experts suggested 
that logos are in themselves a deterrent" (Dumford). 
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Any inquiry of a general nature or relating to the status of this application or concerning 
this communication or earlier communications from the Examiner should be directed to David 
Easwaran whose telephone number is 571-270-5480. The Examiner can normally be reached 
on Monday-Friday, 7:30am-5:00pm. If attempts to reach the examiner by telephone are 
unsuccessful, the Examiner's supervisor, JAMES A. REAGAN can be reached at 
571.272.6710. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://portal.uspto.gov/extemal/portal/pair . Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866.217.9197 (toll-free). 
Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to 571-273-8300. 

Hand delivered responses should be brought to the United States Patent and 
Trademark Office Customer Service Window: 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314. 

/DAVID S EASWARAN/ 
1/6/2009 

Examiner, Art Unit 4114 
/James A. Reagan/ 

Supervisory Patent Examiner, Art Unit 4114 



